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Application No. 

09/852,472 



Examiner 

Michael Pak 



Applicant(s) 

SHEPPARD ET AL 



Art Unit 

1646 



Micnaei rar\ ^ L ' 

Pe Ts™ ED STATUTORY P ERl OD FOR REPLY « SET TO EXPIRE S MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION.^^ |nnoevent however , mayare piy be timely filed 

' S^Kerm adjustment. See 37 CFR 1.704(b). \ 

Status _ 

I) 12 Responsive to communication® filed on ?? November 2002 . 

r-, ■ vcimai 2b)M This action is non-final. \ 

Disposition of Claims 

4) 12 Claim(s) 16 is/are pending in the application. 
4a) Of the above claim(s) is/are withdrawn from considerate. 

5) Q Claim(s) is/are allowed. 

6) 12 Claim(s) 16 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D C .aim( S ) are subject to restriction and/or election requirement. 

Application Papers 

I I) D The proposed drawing correchon filed on is. a)U appro 

,f approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C.§§ 119 and 120 

1 3) D Acknowledgment is made of a daim for foreign prionty under 35 U.S.C. § 1 19(a) (d) (f) 
a)DAII b)D Some*c)D None of: 

1 □ Certified copies of the priority documents have been received. 
o n Certified copies of the priority documents have been received in Appl.cat.on No . 

♦Seethe.^^^ 

14) D Acknowledgment is made of a daim for domesfc pnonty under 35 U.S.C. § 119(e) ( 

Attachment(s) 



1) □ Notice of References Cited (PTO-892) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948 

3 □ information Disclosure Statements) (PTO-1449) Paper No(s) . 



4) □ Interview Summary (PTO-413) Paper No(s). 

5) □ Notice of Informal Patent Application (PTO-152) 

6) D Other: 
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Application/Control Number: 09/852,472 
Art Unit: 1646 

DETAILED ACTION 

1 . Applicant's election without traverse of Group II in Paper No. 7 is acknowledged. 

2. Preliminary amendment filed 27 November 2002 (Paper No. 7) has been 
entered. 

Claim Rejections - 35 USC § 101 

35 U S C 101 reads as follows: 

conditions and requirements of this title. 

3. Claims 16 is rejected under 35 U.S.C. 101 because the claimed invention is not 
supported by either a substantial asserted utility or a well established utility. 

The claims are directed to Zneul polypeptide which is an orphan neuro-growth 
factor. The claimed polypeptides do not have well established utility because different 
growth factors with similar homology have different functions and the a skilled artisan 
would have to determine the function of the growth factor. The daimed polypeptides do 
not have substantial utility because the skilled artisan would need to prepare, isolate, 
and analyze the protein in order to determine tts function and use. Therefore, the 
invention is not in readily available form. Instead, further experimentation of the protein 
itself would be required before it could be used. 

Claim 16 is also rejected under 35 U.S.C. 112, first paragraph. Specifically, 
since the claimed invention is not supported by either a substantia, asserted utility or a 
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Art Unit: 1646 

well established utility for the reasons set forth above, one skilled in the art clearly would 
not know how to use the claimed invention. 



4. No claims are allowed. 



5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael Pak, whose telephone number is (703) 305- 
7038. The examiner can normally be reached on Monday through Friday from 8:30 AM 
to 2:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Yvonne Eyler, can be reached on (703) 308-6564. 

Official papers filed by fax should be directed to (703) 308-4242. Faxed draft or 
informal communications with the examiner should be directed to (703) 308-0294. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Group receptionist whose telephone number is 
(703) 308-0196. 

Michael Pak 
Patent Examiner 
Art Unit 1646 
16 March 2003 



